infringement: the tort which the first entrant to a market alleges when a competitor enters the same arena seeking to sell similar goodsY Under the "public injury" rule, as it is applied to unfair competition law, the first entrant is allowed to protect his market position by an unfair competition action only if the public has been injured in that it was deceived by the newcomer as to the source of his goodsthat is, the newcomer has misled the public into buying his goods by palming them off as those of his rival. Absent public injury in the form of "palming off," however, the first entrant would be denied a cause of action against the newcomer. Thus, in the traditional view, as enunciated by its most persuasive spokesman, the late Judge Learned Hand:
[I]t is an absolute condition to any relief whatever that the plaintiff . . . show that the appearance of his wares has in fact come to mean that some particular person-the plaintiff may not be individually known-makes them, and that the public cares who does make them, and not merely for their appearance and structure. ....
The critical question of fact at the outset always is whether the public is moved in any degree to buy the article because of its source .... 0
Others, however, believe that the law should protect the innovator against any loss of trade to an imitator seeking a "free ride" on the coattails of his rival, and that it should do so without regard to the presence or absence of public deception. Thus, one leading commentator asserts that "whether the public is actually deceived, or whether the public cares anything about the source . . . is of no importance." ' This Article attempts to explore the public interest consequences of adopting the one or the other of these conflicting rationales for unfair competition law.
"Secondary meaning," in trademark-unfair competition parlance, is that inference of source to which Judge Hand referred, which a purchaser draws from the appearance or other identifying character-istics of the product and which may be a principal factor in motivating the purchase. The term "secondary meaning" began as a trademarklaw concept applied to descriptive words, particularly geographical ones, which had come to be associated with the product of some particular manufacturer. These words thus acquired a secondary meaning, in addition to their primary, descriptive meaning. In the case of "Glenfield Starch," for example, "Glenfield's" primary connotation of the town of Glenfield was supplemented, or perhaps for many even superseded, by the secondary meaning of one Wotherspoon's mill as a source of starch.' 2 As it is now employed, largely because of the adoption of this usage in Judge Hand's powerful opinions in the leading cases, 13 the term is applied to the physical appearance of the goods as well as the name. Stated in terms of art, then, the dispute over the proper function of the private unfair competition action 14 is the dispute over whether the existence of "secondary meaning" is an indispensable condition to maintenance of the first entrant's suit.
Assume that a manufacturer intentionally copies a novel element of an innovating manufacturer's name, packaging, or product. The copied element may (1) help fulfill the purpose to be served by the product in the hands of the consumer, 5 (2) indicate to the purchaser the nature of the product, 6 or (3) indicate the source of the product.' 7 If the copied feature has the first-named quality, it is deemed to be 1 2 Wotherspoon v. Currie, L.R. 5 H.L. 508 (1872); see Reddaway v. Banham, [1896] A.C. 199 ("camel hair belting"). To be sure, as Judge Hand pointed out in the passage quoted in text accompanying note 10 mupra, the maker need not be individually known by name, and a notion of some single, though anonymous, source will suffice for purposes of secondary meaning. See Shredded Wheat Co. v. Humphrey Cornell Co., 250 Fed. 960, 963 (2d Cir. 1918) ; Saalfield Publishing Co. v. G. & C. Merriam Co., 238 Fed. 1, 8-9 (6th Cir.), cert. denied, 243 U.S. 651 (1917) .
The use of "secondary" to designate the meaning of the words which has, in fact, come to be their usual and primary significance in the market has aptly been termed "a triumph of unintended obfuscation." KIAPLAN & BRowN, CASES ON COPYRIGHT, UNFAIR CoEtPTmION, AND OTHER Topics 490 (1960) . But this term of art is by now thoroughly entrenched in the case law, and the writers will use it in its conventional sense throughout this article ,rather than attempt to coin a more felicitous phrase. See RESTATEMENT, TORTS § 716, comment b (1938) .
13 These cases are discussed in text accompanying notes 74-90 infra.
the copyist's conduct, and the only public interest 2 with which it is directly concerned is the public interest in maintaining ethical standards of commercial behavior. "Misappropriation" is the only remaining important term of art used in the discussion, and it is employed exclusively by those who oppose the public injury doctrine. Followers of traditional doctrine, such as Judge Hand, do not deem misappropriation an operative concept in deciding unfair competition cases; the opposing school, as we have noted, returns the compliment by disregarding "secondary meaning and all that."
The principal impetus for the misappropriation doctrine has been the celebrated Supreme Court decision in International News Serv. v. Associated Press.'A INS had pirated AP news reports and sold them as its own product. The Supreme Court, over a vigorous Brandeis dissent, found unfair competition: "It is said that the elements of unfair competition are lacking because there is no attempt by defendant to palm off its goods as those of the complainant .... But we cannot concede that the right to equitable relief is confined to that class of cases..
. , 25 A case for relief from unfair competition 2 2 We submit that it begs the "public injury" question to regard the innovator's claims by themselves as invoking the public interest in the same sense as do the consumer's claims to the material benefits of competition. In this sense of "public injury," any private harm injures the public, and all injury is public injury. But the whole thrust of the "public injury" doctrine is to the contrary. Cf. FTC v. Klesner, 280 U. S. 19, 28 (1929) , in which the Court stated that "the mere fact that it is to the interest of the community that private rights shall be respected is not enough to support a finding of 'public interest'." Commenting on this case, Callman regretfully observes that "the courts have seemingly devoted themselves to the protection of the more materialistic interests of the general public," rather than the "idealistic interest" in "observing the rules of the game." 1 CALLMAN, UNFAIR COMPETITION AND TRADE-MARKS § 3.4, at 55-56 (2d ed. 1950) . Is not the maximization of the materialistic interests of the general public (the greatest goods for the greatest number) the "rule of the game" in our social order ? See Northern Pac. Ry. v. United States, 356 U.S. 1, 4 (1958) . 23 See Callmann, supra note 21, at 599. The outlawing of misappropriation might also be defended as consistent with the policies of free competition, despite its primary concern with standards of conduct, on the ground that it stimulates innovation. The foreclosure of copying is said to force businessmen to "innovate around" their rivals' products and thus benefit the public by producing a greater diversity of innovations directed to the same end. See James P. Marsh Corp. v. United States Gauge Co., 129 F.2d 161, 165 (7th Cir. 1942) ; Stedman, Invention and Public Policy, 12 LAW & CONTEMP. PROB. 649, 653 (1947) ; cf. Frost, The Patent Systems and the Modern Economy, S. Doc. No. 22, 85th Cong., Ist Sess. 6 (1957) . But cf. Triangle Publications, Inc. v. Rohrlich, 167 F.2d 969, 980 n.13 (2d Cir. 1948 ) (querying "reward to innovator" theory of unfair competition); Standard Brands, Inc. v. Smidler, 151 F.2d 34, 41 n.12 (2d Cir. 1945 ) (same) ; Stedman, supra at 662 (same in patent context). It is questionable whether, with regard to any specific product, this type of competition is a satisfactory substitute for the "hard competition" in marketing which is reflected by lower prices to the public. More generally, with regard to the economy as a whole, channeling research and development facilities into different methods for achieving particular ends is hardly the most desirable allocation of limited resources. [Vol.llO :935 exists, said the Court, when there is misappropriation of the product of plaintiff's "labor, skill and money," when "defendant in appropriating it [news] and selling it as its own is endeavoring to reap where it has not sown . . . appropriating to itself the harvest of those who have sown.. . in order to divert . . . profit from those who have earned it to those who have not ...
26
The case was ignored for many years, and courts declined to follow its suggestion that unfair competition doctrine be expanded to protect this interest. 381, 387-88, 391-92 (1958); Comment, 70 YALE L.J. 406, 418-21, 426-30 (1961) . 31 N.Y. GEN. Bus. LAW § 368-d.
peting rationales and their underlying policies. Instead, the decisions are often shrouded in unhelpful conclusions phrased in the legal mysticism of "secondary meaning" on the one hand or of "property rights" on the other. 4 The two decisions discussed below reveal the too common judicial failure to recognize the operative facts in the case and illustrate the inadequacy of much of the legal analysis in this area. Most important, they illustrate the unsatisfactory results to which such faulty analysis may lead.
A. The Notre Dame Case
The Notre Dame case, John Roberts Mfg. Co. v. University of Notre Dame du Lac, 5 involved the distribution of class rings by an unlicensed manufacturer in competition with the "official" product sponsored by the university. The rings, exact duplicates of one another, embodied the university seal and monogram, as well as the name "University of Notre Dame." In his merchandising, the copyist prominently featured the name of his firm as the manufacturer of the ring he sold, and he placed his own trademark on the ring itself." 6 Neither the district court nor the court of appeals deemed this relevant, however, for as the district court put it, "no one is so naive as to think for one moment that a student . . . is going to ascertain who makes the ring before he buys it." " What was deemed the crucial fact was that in making his rings the copyist used the Notre Dame name, seal, and monogram without the university's consent, an appropriation of property rights which the court equated to the purloining of cash from the university's safe deposit box.
5
The copyist sought to defend his use of the university's name, in his advertising and on the product itself, on the ground that "Notre Dame" was descriptive in that context. But the court of appeals tersely declared that this claim "borders on the preposterous." " The argu-ment, however, deserves less cavalier treatment; a Notre Dame class ring can hardly be called anything else 4 0 Perhaps, the value to the public of such descriptiveness is outweighed by other considerations. But determination of this issue is more hampered than furthered by denial that use of the name involves descriptiveness at all.
Furthermore, although functionality was discussed by neither trial nor appellate court, the university name, seal, and monogram are clearly functional when used in connection with this product. Without these features, the ring would be something else, perhaps desirable for other purposes, but not as a Notre Dame class ring. And to whatever extent esthetic appeal is a factor in the sale of these rings, further functionality is involved. Neither court purported to protect the design of the ring qua design 4 1 or qua quasi-diploma. 4 The thrust of both opinions goes to the unauthorized use of the symbols in the ring, which are deemed the incorporeal property of the university. To be sure, the use of these symbols might justifiably be prevented, under conventional doctrine, had the elements been used to cast an aura of University sponsorship over the product. 43 But since such "palming off" was assumed away here,' the court was eliminating competition in the sale of the ring in the name only of protecting the separate elements of the unprotected (or unprotectable) whole. 4 5 As is the case 4 0 Compare Saalfield Publishing Co. v. G. & C. Merriam Co., 238 Fed. 1, 7 (6th Cir.) , cert. denied, 243 U.S. 651 (1917) , where the court held that a dictionary based on the original Noah Webster dictionary (already in the public domain by then) could hardly be called anything but a "Webster"; Gotham Music Serv., Inc. v. Denton & Haskins Music Publishing Co., 259 N.Y. 86, 89, 181 N.E. 57, 58 (1932) , where the court held that there was no practical way to designate the song "St.
James Infirmary" but by its name; RESTA EmENT, ToRTs § 721, comment a (1938) ("Plow" cannot be a trademark for plows).
41 Compare Cheney Bros. v. Doris Silk Corp., 35 F.2d 279 (2d Cir. 1929) , cert. denied, 281 U.S. 728 (1930) , with Flint v. Oleet Jewelry Mfg. Co., 133 F. Supp. 459 (S.D.N.Y. 1955) , discussed in text at notes 91-92 infra. 42The university's interest in protecting itself against forgery of its diplomas, which it issues pursuant to state regulations, is unquestionable. The real danger to the university of having its reputation cast into the hands of strangers, see Yale Elec. Corp. v. Robertson, 26 F.2d 972, 974 (2d Cir. 1928) , warrants its possession of power to determine who will possess Notre Dame diplomas. We question, however, whether these considerations apply to selling class rings, for little but a commercial venture appears to be involved. The university did not attempt to place any equitable servitude on the chattels, cf. Dr. Miles Medical Co. v. John D. Park & Sons Co., 220 U.S. 373 (1911) , and it specifically contemplated use of the university emblems (in a special version of the ring) by "feminine friends and feminine members of the families of qualified wearers of the official Notre Dame ring. up of unprotected elements). We believe that the design of the ring should not be protected in the name of protection of the elements, when the kind of protection the elements are properly to be conceded is trademark-trade name protection (see id. § 730), whereas the only kind of protection at stake for the whole is protection from with descriptiveness, it is arguable that the public interest in unmonopolized functionality is subordinate to other values; but the courts owe the parties and the public, which ultimately feels the market impact of unfair competition decisions, a more explicit balancing, or at least recognition, of competing policies than can be discerned here 4 6 Such a balancing is particularly necessary when as in the Notre Dame case 47 the purchasers of the product are indifferent to its source, since the absence of any countervailing public interest in preventing the copying makes the policy favoring competition, which is usually deemed socially useful, especially significant.
B. The Atmos Clock Case
A conceptually more complex situation was involved in the Atmos Clock case, Mastercrafters Clock & Radio Inc., 4 ' the opinion in which was written by the late Judge Jerome Frank. The innovator Vacheron distributed the distinctive "Atmos" clock, operated solely by a mechanism sensitive to atmospheric temperature and pressure changes. Although distinctive, the Atmos was neither patented nor copyrighted. 9 The copyist Mastercrafters manufactured the "308" clock, which closely resembled the Atmos in external appearance, but which relied on a relatively inexpensive electric motor within the clock for power. While the Atmos retailed at $175, the 308 sold for $40. The district court found as a fact that buyers of the 308 were not deceived into thinking they were buying an Atmos, for Mastercrafters' name was on the dial and an electric cord hanging from the back of the case was plainly visible." 0 The buyers knew what they were doing; they paid $40 for a "luxury design," "prestigious" clock which their guests would imagine had cost them $175 (provided the cord was kept out of sight). Clearly, the only people who could be deceived would be the guests. Hence the district court allowed neither damages nor an injunction to the innovator. 5 ' product design copying. The use of the elements in the Notre Dame case was not "trademark use," cf. American-Marietta Co. v. Krigsman, 275 F.2d 287 (2d Cir. 1960 [ Vol.ll0:935 The court of appeals reversed, holding that the likelihood of confusion of visitors to 308-buyers' homes, who would fail to observe the well-concealed electrical cord and therefore assume that the clock was an Atmos, sufficed to render the copyist's conduct actionable. Judge Frank's opinion raises perplexing doctrinal problems (some of which 2 are far beyond the scope of this Article).
The interest which the court of appeals purports to protect is that of the public qua the buyer's guest who may be misled into believing that his host can afford the $175 Atmos. In order to provide such protection, the court developed, sub silentio, a doctrine of contributory unfair competition analogous to contributory infringement in patent law.1 The court conceded that whatever unfair practices were involved did not prejudice the actual buyers of the clock, who received fair warning, and the court's determination of impermissible conduct was based solely on the copyist's contribution to the host's tasteless behavior.
Even if one accepts the premise that there is a public interest in frustrating this sort of social climbing,' it does not necessarily follow that the interest should be vindicated by the award of an injunction or damages against the copyist. The coordinate public interest in easy access to the desirable features of the Atmos design deserves, at least, to be weighed in determining the issue. An analysis which purports to revolve about protection of the public should take into account the public interest in keeping the esthetic functionality of the design, which was unprotected by design patent or copyright, effectively in the public domain; recognition of the possibility of source-confusion should be the beginning, not the end, of analysis.
Although the court did not choose to articulate it, it would nevertheless appear that the real basis of the decision, and the only one at all tenable, is that Mastercrafters "misappropriated" the Atmos de- sign. 55 There is some indication in the opinion that the court recognized this. In discussing the question of burden of proof, the statement is made that the copyist's "intention thus to reap financial benefits from poaching on the reputation of the Atmos clock is of major importance." " Whether a judge with the strong views on competition that Jerome Frank had could have brought himself to articulate a "misappropriation" decision is, however, most doubtful to these writers. 57 But in that case, he had no business reaching the result he reached. The moral, if any is appropriate, is that even a great judge can mishandle unfair competition problems by inadequate characterization of the policy issues.
A further difficulty in the Atmos Clock analysis, but one unrelated to secondary meaning, lies in its treatment of contributory infringement. Without attempting to formulate a general theory of contributory unfair competition, a task which would carry us far afield from "public injury," we suggest that on facts such as these the innovating manufacturer should have no cause of action against the copyist-the alleged contributory unfair competitor-even assuming that deceiving one's guests is unfair competition. It is axiomatic that if the buyer cannot be amerced as a direct tortfeasor, the one who sells to him cannot be amerced for contributing to a nonexistent tort. 58 It would appear, however, that there is no likelihood of pecuniary injury to the maker or seller of Atmos by reason of the "direct" unfair competition by the guest-deceiving, 308-buying host. 59 Y. 1959) . The court of appeals had directed entry of an injunction and the award of damages; the trial court was further directed to determine whether the innovator was entitled to the copyist's profits made from the infringing clocks. 221 F.Zd at 467. The district court then denied the latter, on the basis that there was no palming off by the copyist of his clocks as products of the innovator, nor any attempt to mislead the buyers, and the court left the innovator to prove whatever damages he had actually sustained. 123 U.S.P.Q. at 382. Counsel for Mastercrafters has informed us that the parties have made an out-of-court settlement of the case.
[Vol.ll0:935 which would be made to these hosts can be hypothesized only on the theory that they would buy the $175 clock if the $40 clock were removed from the market-a dubious proposition. Loss of general reputation with guests, who might be potential Atmos customers, could occur if the guests were to conclude that Atmos must be an inferior clock when such tasteless people as their hosts own it-but this too is improbable. Arguably, potential customers aware of the existence of the $40 imitation will refrain from buying the Atmos because it is being stripped of its snob appeal by the deceptive acts of 308-possessing (but cord-concealing) hosts. But the findings in Atmos contain not the slightest indication that this was in fact occurring-nor would there appear to be any practicable method to determine either the existence or the extent of such behavior. 0°I
I. AN ANALYSIS OF THE CASES
We submit that a more precise analysis of the issues raised by unfair competition cases is called for than is revealed in these opinions. Such an analysis may, on the one hand, be productively formulated in terms of the respective roles of functionality, descriptiveness, and secondary meaning in the case. This approach leads to a "public injury" theory of the unfair competition cause of action. Alternatively, the analysis may be rested on the degree of protection warranted for the innovator who expends effort and money on developing a product or creating a market for it. This approach leads to a "misappropriation" theory of the unfair competition cause of action, a theory which, it is suggested below, is wholly unsatisfactory for resolving disputes in this area. Finally, a synthesis of these approaches might be essayed. But no court or commentator has attempted this, to the authors' knowledge, and the "public injury" and "misappropriation" doctrines are too antithetical to one another, we believe, to admit of mutual accommodation.
The first approach, based on presence or absence of functionality, descriptiveness, or secondary meaning, permits characterization of the possible fact patterns in cases in the following true-false tabular form:
60 Moreover, adjustment of the competing claims of snobbish consumers and their suppliers on the one hand, and of social climbers and their suppliers on the other, may well be a task for which courts-and perhaps even legislatures-are ill-suited. See note 54 supra; note 64 infra. This policy determination may readily be translated into the conclusion that the innovator's injury is far too remote from the act of deception properly to be deemed the proximate result of the direct unfair competition. Cf. 2 HAIPE & JAmEs, TORTS § 20.4 (1956) (treating proximate cause as a public policy notion expanding or contracting relative to the value accorded the interest involved). 
1962]
The eight possible combinations " fall into three main groups. In cases 1 through 3, the copied feature both has secondary meaning and is functional or descriptive. In case 4, the copying is of a sourceindicative, secondary-meaning feature only. In 5 through 8, no secondary meaning is involved in what is copied, while in 8, a subcategory of the last group, what is copied is not functional or descriptive nor does it have secondary meaning.
A. "'Palming Off": Neither Functionality Nor Descriptiveness
The least perplexing problems are presented by case 4. Here, no thing of value is made more readily available to the public; no useful description assists the prospective purchaser in his search. The copyist merely diverts the innovator's trade to himself while deceiving the public into thinking it is getting what it wants. Such "palming off" would appear to have little to recommend it. 61 This treatment presupposes a two-valued logic. The recognition of varying degrees of, say, descriptiveness or secondary meaning, ranging from zero to 100%, presents greater problems of analysis than we believe appropriate, or, at any rate, practicable. But see the English cases, notes 128-35 infra and accompanying text. For an attempt in another legal field to replace two-valued logic with a continuous variable system, see Allen, Games Bargaining: A Proposed Application of the Theory of Games to Collective Bargaining, 65 YALE L.J. 660 (1956) .
Is Functional
Assuming that the copyist's product is priced below the original, however, the public is, arguably, benefited by getting merchandise equivalent to the "genuine" article at lower cost; in this view, even without a price differential no public harm would result if the copyist's product is at least equal in quality to the original.' Underlying any conclusion that a copy really lowers price to the consumer, however, must be a finding of fact that, for the price, the copy is equal or superior in quality to the original (e.g., that it is three-quarters as good and half the price)-a type of judgment that may tax the institutional capacity of courts. ' The presence of deception, moreover, raises a noneconomic consideration which certainly should not be ignored," and which, in our view, is determinative: respect for individual freedom of choice. 5 It would seem that no sufficient countervailing advantage of more effective competition can be discerned which might justify the public deception involved in this type of case. Hence a balancing of interests is not required, since there is substantially nothing to balance against the harm of deception. To be sure, the copying could be permitted, provided a warning were placed on the product to alert prospective purchasers as to the true source of the goods. But since there is no serious public interest in this sort of copying, permitting it with a 02See Eastern Wine Corp. v 293, 308, 310 (1949) . To be sure, courts frequently face equally taxing problems in other areas, but the returns in prospect from making these particular judgments appear too slight to warrant the judicial expenditure entailed. 65 We assume here that the copied feature identifies source, although the producer may not be individually known, and that the public cares enough who makes the goods to be moved in some degree to buy the product because of its source. In cases where a feature possessing some degree of source identification is copied, but where there is not the slightest reason to think that source would have any influence in motivating the buyer to buy (because, for example, what is involved is a cheap trifle bought on its face for what it seems to be), the considerations of buyer "freedom of choice" to which we have referred above are inapplicable. Solicitude for personal freedom of choice is appropriate when a "choice" is to be made, however unwise it may be, but not when there really is no "choice' because the buyer is utterly indifferent to the alternatives. In short, we think the law of unfair competition should not care about erroneous but academic (because they have no practical consequences) notions of source. Without buyer concern for source, source-indicative features involve for want of impact no "operative" facts. See warning serves, at best, no purpose. Thus courts and commentators generally agree that an innovator should have a cause of action against the copyist who attempts to palm his wares off as those of the innovator. 6 In this area, at least, those who adhere to the traditional view and those who seek to extend the scope of the law are not in disagreement.
B. Cases in Which Secondary Meaning Is Absent
Categories 5 through 8 are alike in that the copied elements do not possess a secondary meaning that the products embodying them emanate from the innovator as their source; in 5, 6, and 7, moreover, the copied elements are functional or descriptive. Probably the most striking clash between those who believe that unfair competition law exists only to prevent public injury in the form of confusion of source and those who would use it to protect the "property rights" of "those who sow" against misappropriation by "those who reap" 6 occurs in these cases in which the product involved in the lawsuit is one about whose source the public is indifferent. In such cases the purchaser is never deceived as to the origin of the goods; there is no "palming off" of the newcomer's goods as those of the innovator.
Cases Involving Functionality or Descriptiveness
A primary goal of our economic system is promotion of the wide availability of useful goods at reasonable cost. 6 " To further this goal on a long-range basis, the system encourages authors and inventors to make their writings and discoveries available to the public by offering them the quid pro quo of the exclusive right for a limited term to market their innovations. 9 Whether a purported functional innovation is substantial enough to merit the grant of exemption from the basic policy of competition is determined, in the first instance, by an agency created by statute for that purpose. 7 -3, 6-7, 131-35 (1958) . Substantiality of innovation is scrutinized very carefully for mechanically functional innovations, and the patent grant is prima fade evidence that the claimed elements comprise a new and useful invention. See 35 U.S.C. § 282 (1958) . When functionality is esthetic, however, the intensiveness of administrative scrutiny will vary with whether the protection sought is a design patent, see 35 U.S.C. § 171 (1958) ; Blisscraft of Hollywood v. United Plastics Co., 294 F.2d 694, 696-97 (2d Cir. 1961 ); Burgess Vibrocrafters, Inc. v. Atkins Indus., Inc., 204 F.2d 311 (7th Cir. 1953), or scriptive 7 1 features are set apart from the public domain in the first instance by courts, without such an administrative scrutiny, there is a serious risk that the public will part with the competitive quo without being assured an adequate quid for consideration. Moreover, the grant resulting from a successful unfair competition action is perpetual, whereas the patent or copyright grant persists only for a limited term. Thus the dangers inherent in allowing unfair competition relief to be applied with respect to functional and descriptive elements, although not necessarily determinative of the issues, are clear. When no other public interest factor, such as that in preventing public deception, has been cast into the balance against the possible damage to the free enterprise system, courts have traditionally refused to forbid copying of functional or descriptive innovative elements.
'
Under the misappropriation theory, however, a different result may be reached.
73
Category 7 represents perhaps the most frequently litigated situation-the copyist who appropriates a functional feature of the innovator's product. The leading case in this area is Crescent Tool Co. v. Kilborn & Bishop Co., 7 ' involving the copying of the plaintiff's new and popular, but unpatented, "Crescent" wrench design. The plaintiff invoked the aid of the courts to protect the market that he had made or found against poaching by his rival, but he was not successful. Analogizing the distinctive appearance of the article to the descriptive a copyright In the latter case, scrutiny is not intensive. See 17 U.S.C. § § 11, 207-09 (1958) Co. v. Walker, 210 U.S. 356 (1908) (map) . The rationale is essentially that the particular form of expression of the non-esthetic functionality involved is not what the "author" really seeks to protect-he seeks to protect the abstract idea instead, and this is outside the scope of "writings." See Mazer v. Stein, supra at 217.
The roles of patent and copyright in the protection of configurations of goods are compared generally in ScHvARTz, FREE ENTERPRISE AND EcONOMIC ORGANIZATION 638-41 (2d ed. 1959) .
71 Descriptiveness as such will not be protected by patent or copyright. It may receive incidental protection, however, to the extent that a descriptive package or emblem may be the subject of a copyright or design patent. Cf. Lucien Lelong, Inc v. Lander Co., 164 F.2d 395 (2d Cir. 1947 ) (denying protection after expiration of design patent to bottle shape which may have become generic or descriptive for cologne). title in certain trade name cases,7 5 judge Learned Hand, speaking for the court, declared that the innovator could be protected against competition by the copyist only if the public had come to believe that Crescent wrenches came from a common source (which, of course, need not be individually known), and if they bought them because they wanted the goods that came from that source and no other. Since the "critical question of fact at the outset . . .whether the public is moved in any degree to buy the article because of its source" 76 was not established by plaintiff, relief was denied. Because the innovator failed to carry his proof far enough to establish that the design had acquired a secondary meaning, the court never even reached the question of "fair warning" versus deception (the copyist had clearly labelled his product as his own). A more recent Second Circuit decision on copying functional features is Norwich Pharmacal Co. v. Sterling Drug, I1C., 7 7 involving "Pepto-Bismol," the innovating stomach remedy, and "Pepsamar," the 75 See text accompanying note 12 supra. A distinction which might be urged between these cases and the Crescent Tool type of case is that the former typically involved words that had acquired their primary meaning in the public domain ("Glenfield' as a geographical designation, "camel hair" as the term applied to the hair of that beast), and then later acquired their secondary meaning, if any, after the plaintiff had appropriated the term to himself when applied in his particular context; in the Crescent Tool situation, however, the appearance of the product involved or its functional element is new and was not previously used in the public domain. But this distinction does not withstand closer scrutiny.
If the innovation is novel, in the sense that it did not previously exist in others' products, and yet the innovator elected to secure no patent, we believe that lack of patentability may be presumed. 248, 267 (1850) . In short, absence of prior "existence" is not enough to warrant suspension of the rules of our competitive system; the claimed innovation must further not have previously "subsisted" or have been immanent in the art. For this reason, it cannot be premised that some novel functional element was not in the public domain merely because it was not already in use. Thus in Crescent Tool Judge Hand observed, "It will not be enough only to show how pleasing they [crescent wrenches] are, because all the features of beauty or utility that commend them to the public are by hypothesis already in the public domain." 247 Fed. at 300.
Taking a word with one currency in the public domain and giving it a novel application, and hence a different or secondary currency, is not materially different from taking a common mechanical principle and applying it in a new way or taking a common design and applying it to the configuration of one's product. If, in either context, therefore, something more than the act of appropriation by the first comer is necessary to validate his claim to exclusive rights, the necessity is equal in both. Nor do we think any useful distinction between functionality and descriptiveness can be drawn on a premise that we enjoy a comparative wealth of words and a poverty of utilitarian product designs, thus warranting the recognition of different standards in the two fields. nostrum which copied it. The innovator claimed that his rival had no right to copy the pink color of the product, but the court held that pink soothed the sensibilities of the suffering user and decreased the likelihood of his regurgitating the product. A finding of functionality would appear in order, the court reasoned, "because a rejected stomach medicine scarcely has a fair opportunity to fulfill its function." 78 The Pepto-Bismol case also involves category 6, since the court found that the "pep" common to "Pepto-Bismol" and "Pepsamar" was "an apocopate form of 'peptic,' pertaining to digestion," and generic for stomach remedies. 7 " Since secondary meaning for neither copied element had been established by the innovator, relief was denied."
A more unusual example of descriptiveness in category 6 was presented in Durable Toy & Novelty Corp. v. J. Chein & Co., 3' where the copied trademark "Uncle Sam" was descriptive for the copyist's product but not for the first user's. Plaintiff owned the registered trademark "Uncle Sam" for toy banks and put it on a "quality" line of various-shaped banks retailing at prices up to $2.50 and covered by a lifetime guarantee. When defendant brought out a rudely made, tin, ten-cent toy bank, labelled "Uncle Sam Bank," shaped like a top hat, and painted red, white, and blue, the senior user of the mark brought 78 271 F.2d at 572. 79 Id. at 573. so The court's analysis in the Pepto-Bismol case is more troublesome than the text indicates. While the result reached, and much of the reasoning, reflected the traditional, "public injury"-oriented conception of unfair competition law, some attempt was made to defer to the newer view which had gained acceptance in New York law. See notes 29-31 supra, 140-49 infra and accompanying text. In an effort to dissipate misunderstanding which had grown up about the essential elements of an unfair competition cause of action without secondary meaning, the court sought to rationalize the newer view and distinguish prior cases in terms of categories of "predatory practices," viz., "palming off," "actual deception," and "appropriation of another's property." See 271 F.2d at 571.
We do not believe that this analysis, however ingenious, is wholly satisfactory. For example, one of the court's new predatory categories, "palming off," is a wellknown term of art in unfair competition law, see 3 RESTA=ENT, TORTS 539 (1938), which refers precisely to the traditional conception of unfair competition embodying the requirement of secondary meaning (as exemplified by the Crescent Tool case). See Speedry Prods., Inc. v. Dri Mark Prods., Inc., 271 F.2d 646, 650 (2d Cir. 1959) (using "palming off" in the traditional sense three days earlier). But see Note, 70 YALE L.J. 406, 428-29 (1961) (missing the point). Moreover, the distinction between "palming off" and "actual deception" is, at best, tenuous. Finally, the court's attempt to fit the line of misappropriation cases into the three categories appears to strain for distinctions based on fairly casual elements of the fact situations, although, to be sure, it does have the virtue of disposing of the cases.
The court's technique thus disguises, without resolving, the public injury-private wrong conflict whose disruptive effect on New York law it felt so keenly. The inadequacies of the approach would seem largely due to the unsusceptibility of the New York law to satisfactory rationalization. See an action for an injunction and damages. On appeal from a favorable verdict for the innovator, the Second Circuit reversed, per Learned Hand:
There is no basis for the assumption that anyone who bought one of the defendants' banks would be led to do so because he supposed that the plaintiff was its source . .. There is no reason to believe that anyone who bought the defendants' tawdry little gadget . . . has ever supposed that "Uncle Sam's" meant the plaintiff, or that it signified to him any single source whatever. Moreover, even if he had so supposed, there is not the slightest reason to think that it would have had any influence in determining him to buy; and every reason to believe that it would not. Such cheap trifles are bought on their face, so to say: for what they seem to be. Those who buy them care nothing who makes them .
8.2..
For the plaintiff, "Uncle Sam" was used merely "to throw about its banks a vague implication of solidity," and to appropriate whatever advantage there may be in exploiting the national mythology set about the patriotic symbol.' But for defendant, the red, white, and blue top hat was very aptly described by "Uncle Sam." The court did not deem it necessary to balance the descriptivity to the copyist against the property right claims ' of the senior user, however, for it simply denied that he had any "right," for want of secondary meaning in the mark.
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The celebrated litigation between Superman and Captain Marvel 8 6 furnishes an interesting example of category 5. Whiz Comics had taken Action Comics' character "Superman," put red tights on him in place of blue tights, changed his red cape for a yellow one, replaced the letter "S" on his chest medallion with a bolt of lightning, and then renamed him "Captain Marvel." That defendant imitated plaintiff by putting a benevolent Hercules figure into comic strip form was clearly 821d. at 854. Without reaching these questions of public policy, however, the court found the claim of unfair competition baseless for want of secondary meaning. No balancing of interests was necessary because the public interest in preventing buyer deception was not involved. A determination of likelihood of public deception would have required, as we have seen from Crescent Tool, secondary meaning in the Superman uniform-that the uniform had become associated with the innovator as the source and that this association provided an inducement for buyers to deal with him. But "in the case of these silly pictures," as the court characterized them, "nobody cares who is the producer." " The pictures sold because they were functional-they amused and pleased-and this was, as Judge Hand put it, because of "what they are, not because they come from [the plaintiff] . ... ,
In these circumstances, therefore, the innovator asserted no claim which should call the power of the state into action on his behalf. The application of the misappropriation theory to cases in these categories is illustrated by Flint v. Oleet Jewelry Mfg. Co., 91 a case involving facts quite similar to those in Crescent Tool. Plaintiff had invented, but neither copyrighted nor patented, a locket composed of a mustard seed encased in clear plastic. The locket was supposed to remind its wearer of the Biblical passage concerning the power of "so much faith as a grain of mustard" to move mountainsg 2 This "Mustard Seed Remembrancer" was copied by defendant, who marketed "Your Mustard Seed Charm." Despite the obvious func- tionality of the locket, and the descriptiveness of its name and of the accompanying literature, the court enjoined the activities of the copyist, holding that secondary meaning was no longer an essential element of unfair competition in New York. The decision was not appealed from the district court to the court of appeals, where perhaps it might have fallen to Judge Hand to write the opinion for the court. Clearly, it would have been hard to accommodate the result in Flint 93 to the philosophy and language of the Chein " and Superman " cases. By the same token, however, a true believer in the misappropriation doctrine would probably reach the opposite result in every one of the cases discussed in the last several pages. 6 Thus, in the Atmos and Notre Dame cases, which fall within these categories of our classification, the courts readily bypassed the public interest considerations protected in the Hand decisions when they collided with the private interests of innovators.
The Neutral Case
Different considerations might be thought to apply to the eighth category, the "neutral case," in which the copied element is neither functional nor descriptive, nor has it acquired a secondary meaning. The case for protecting the innovator against copying despite the absence of secondary meaning can be made out most strongly here, since the affirmative public interest in keeping the area free is not obvious. But the traditional view-that the burden of persuasion is not on the copyist, since the presumption in favor of free competition is on his side, but on the innovator who must persuade the court to validate his claims-has, we submit, more to recommend it. According to the philosophy of the "public injury" rule, which we advocate, the courts should not interfere in private controversies in which one trader seeks to control the marketing of another unless the interference is calculated to further the interest of the public at large. In the neutral case, then, the state should leave the parties where the free marketplace leaves them. 93 An additional element involved in Flint was the copyist's false and perhaps deceptive assertion that he had originated the locket. Although the district court specifically relied upon the New York misappropriation law, the case has been distinguished on the basis of presence of deception, apparently on the theory that Flint deserves to be restricted to its facts. See Norwich Pharmacal Co. v. Sterling Drug Co., 271 F.2d 569, 571 (2d Cir. 1959 ), cert. denied, 362 U.S. 919 (1960 [Vol.llO :935
Our basic reason for this position is the belief that state inaction is to be preferred to state action when all other things are equal (whether equal in fact because public interests are equipoised on either side or equal by default because there is not sufficient information to support an informed opinion). It is recognized that public consequences flow from withholding state action just as they do from affirmatively exercising state power. But we think that the possible collateral results 9 of affirmative action by the state dictate a policy of judicial self-restraint and tip the balance in otherwise neutral cases toward inaction." By the same token, we prefer a wider diffusion of the power to make decisions, or a maximization of the exercise of individual volition 9 And, as between the many businessmen and the few courts, we prefer to spread the responsibility out among the former unless a convincing case is made for the latter to step in.
Cases in the eighth category are infrequent, for the copyist seldom copies without some reason-taking advantage either of the functionality of the innovator's product or of its secondary meaning. More frequently, however, courts refer to category 8 in dictum in the course of a decision in a category 7 case. Thus in Crescent Tool Judge Hand observed, in passing, "The defendant has as much right to copy the 'nonfunctional' features of the article as any others, so long as they have not become associated with the plaintiff as manufacturer or source." 10o
The recent "sponge mop" case, American-Marietta Co. v. Krigsman, ' 0 ' does illustrate this category, however, as well as suggest some 97 In this respect we place particular importance on the "right to be let alone-the most comprehensive of rights and the right most valued by civilized men," referred to in the dissenting opinion of Brandeis, J., in Olmstead v. United States, 277 U.S. 438, 478 (1928) . See also the dissenting opinion of Douglas, J., in Public Util. Comm'n v. Pollak, 343 U.S. 451, 467 (1952) . We believe with Mr. Justice Holmes that "the most enlightened judicial policy is to let people manage their own business in their own way, unless the ground for interference is very dear," Dr. Miles Medical Co. v. John D. Park & Sons Co., 220 U.S. 373, 411 (1911) (dissenting opinion), rather than with Callmann that "to justify any regulation of competition, it need not be shown that it is positively advantageous to the public, but only that the public is not harmed thereby," note 73 supra, at 599. Compare KNIGHT, FREEDOM AND REFoRm 369 (1947) FREEDOm 62-63, 71-73 (1960) . By analogy, we have the familiar distinction between negative and affirmative acts. Although the lack of logical distinction between a promise and the absence of the contrary promise may be demonstrated, see Stone, Burden of Proof and the Jdicial Process, 60 L.Q. REv. 262, 280-81 (1944) , we think all lawyers recognize a pragmatic distinction between ordering someone to do something and ordering him to refrain from doing something, a distinction based essentially on what constitutes disturbing the status quo. of the practical consequences of the allocation of the burden of proof in these cases. After the patent on the sponge mop which has largely replaced the old-fashioned string mop was invalidated, the former licensee attempted to secure protection in the name of unfair competition. 1 " 2 But protection of the functional features of the novel mop was not sought; plaintiff attempted only to prevent the copying of the nonfunctional arrangement of slots in the metal "presser plate" (hinged to the bottom of the mop) which is pressed against the sponge to squeeze water out. Nevertheless, the preliminary injunction was denied. The rule against nonfunctional copying, the court of appeals held (speaking through Judge Hand), is restricted to cases where the nonfunctional element has acquired a secondary meaning:
• * * It is indeed quite likely that buyers have assumed an identity of origin to the two mops from their general similarity; it is even possible-though we should suppose it very unlikely-that the identical form of the "slots" may have contributed to that assumption, but one who seeks to enjoin the reproduction of what is in the public domain must affirmatively show that the copied features were the reason for the confusion; it is not enough that perhaps it may have contributed .... 103
The practical consequence of placing on the innovator the burden of bringing forward persuasive evidence of secondary meaning, imposing on the copyist no burden of showing functionality or descriptiveness until the innovator has made out his part of the case, is evident. Often neither party can prove anything," 0 4 and the allocation of burden of proof in category 8 is, and in categories 5-7 often is, 1 05 determinative of the issues." 0 6 This determination, however, is fully consistent with the policy considerations outlined previously, for it gives functionality the benefit of the doubt and minimizes the incidence of state action. And allocation of the burden of proof, like adoption of presumptions, is a familiar means of expressing policies." 0 7
C. Cases Involving Competing Values
Categories 1 through 3 present the greatest difficulties in analysis. Here, the public interest in preventing consumer deception and the interest in freeing descriptive and functional features clash; the ease of balancing something against nothing, found in category 4 and categories 5-7, is absent. The short answer to the problem is to take refuge in a case-by-case analysis, by means of which the solution appropriate to each peculiar set of facts is developed." 0 This approach leaves unstated, however, the standards for making the comparisonand therefore, as some may view it, leaves too much room for individual caprice ' 9 and too much uncertainty for the businessmen affected." 0 Moreover, hard cases like these, where all the operative factors are involved, and compete for primacy, test the validity of the doctrines case on secondary meaning. We suspect that some of these category 5-7 cases might have gone the other way if plaintiff had met his burden of showing some secondary meaning and thus turned them into category 1-3 cases. 106 See Chas. D. Bridell, Inc. v. Alglobe Trading Corp., 194 F.2d 416, 421-22 (2d Cir. 1952 ) (dissent protests readiness of majority to take judicial notice of absence of secondary meaning and concludes that almost nothing could make them believe secondary meaning existed) ; Triangle Publications, Inc. v. Rohrlich, 167 F.2d 969, 976-77 & nn.6, 7 & 7a (2d Cir. 1948) (dissenting opinion). In addition to the absolute difficulties of proof, say, of secondary meaning, the cost of bringing evidence forward may be very substantial. Compare the cost-justification problem under the Robinson-Patman Act § 2(a), 49 Stat. 1528 Stat. (1936 , 15 U.S.C. § 13(a) (1958), discussed in ATr'Y GEN. NA'L Comm. ANTITUSTR xe. 172-74 (1955) ("only the most prosperous and patient business firm could afford pursuit of an often illusory defense") ; Austern, TaInda it Naufragio-Adininistrative Style, in 1953 ANTITRUST SY-MosrUM 105, 115 (available only to "the wealthy, the resourceful and the tireless").
07See Stone, supra note 98. 108 Another short answer is to treat secondary meaning as the ultimate fact rather than an evidentiary (or at least subsidiary) fact, subsuming and concealing the whole analysis in the determination of secondary meaning vel non. See Midwest Plastics Corp. v applied in situations in which the difficulties of analysis are less taxing. 1 1 Refusal to face the problems of balancing the competing policies and values at stake in such cases amounts to abdication of the judicial function. Both the business community and the general public are entitled to overt, articulated analysis of the lawmaking process."
The courts have escaped from the pitfalls of the short answer by singling out a further pair of operative facts to be considered in cases involving the copying of features which both possess secondary meaning and are functional or descriptive. These are whether a fair warning to the purchaser is feasible, and whether it is provided. When fair warning is given the buyer, copying is allowed."
3 When the warning is feasible and is not given, the copying is deemed impermissible. When the warning is not feasible, however, the necessity of balancing competing values again becomes acute. The solution proposed in the Restatement for such cases is not to balance values in each case as it arises, but to strike an a priori balance with the public interest in unfettered competition given a preferred position."
4 The few English cases take an opposite view." 5 The "fair warning" rule has been applied by the courts in descriptiveness and functionality cases alike. In DuPont Cellophane Co. v. Waxed Prods. Co., " 6 the court faced the problem of determining what degree of protection should be given to the trademark "Cellophane" after it had become generic for cellulose film. Despite the fact that the term was now descriptive, it still retained some secondary meaning, at least to some buyers. Hence the relief given the innovator was to require the rival Sylvania to refer to his product as "Sylvania's cellophane. 164, 166 (1954) . 1130 One may regard the warning as a device to negate source-identification-in which case the presence of "fair warning" would be deemed to shift cases in categories 1-3 into 5-7. The writers believe it more helpful to consider this matter apart from the question of whether the copied element is source-identificatory, rather than assimilating it to the complex judgment of secondary meaning. The source-identificatory and functional (or descriptive) element may well, for example, be distinct from the manner of warning. Thus, the body design of the Atmos clock might be copied, but the carton and the dial face labelled "made by Mastercrafters, who Co. v. Saalfield, 198 Fed. 369 (6th Cir. 1912 ), cert. denied, 243 U.S. 651 (1916 , was similar. The text of Noah Webster's dictionary had passed into the public domain after the copyright had expired, and the original publisher was faced by a rival. The court permitted the copyist to term his dictionary a "Webster's," since it indeed was Noah's product, but the newcomer was required to state that he was not the "original" publisher. The general principle has elsewhere been expressed: " [T] he explanation must accompany the use, so as to give the antidote with the bane." Herring-Hall-Marvin Safe Co. v. Hall's Safe Co., 208 U.S. 554, 559 (1908) [Vo1.110:935 & Co.,"" 8 the defendant had copied plaintiff's massage machine. The district court enjoined the copyist from selling the machine or any similar machine. But the court of appeals reversed, since defendant was free to imitate plaintiff's machine "as closely as it chose," unless (1) the configuration of the machine had acquired a secondary meaning implying the innovator as the source, and (2) this source, rather than the machine itself, was what moved purchasers to buy. "Even then, however," the court held, "relief would go no further than to require the defendant to make plain to buyers that the plaintiff was not the source .... " 119
The more difficult problem is posed by the case where adequate source warning is not commercially feasible, and therefore is not given. The conflict between the public interest in freeing descriptive or functional features conflicts directly with the public interest in preventing consumer deception. The copyist, of course, champions the former value; the innovator asserts the latter. One solution would be to attempt to measure and compare the two interests. We have already alluded to the difficulties of this approach; although they may not be insurmountable, they certainly make this solution infelicitous. ' Another, and ideal, solution would be to find one or more additional operative facts to bring into the analysis to eliminate further necessity for case-by-case balancing, just as the introduction of the concept of "warning" helped to do at the immediately prior stage of analysis. Unfortunately, no one has come up with such helpful additional categories for schematizing this sector of unfair competition law. Moreover, addition of another category or two would probably only push the case-by-case balancing a little further away, rather than eliminate it. In the end one must, we suspect, choose between one type of fiat or another-the balancing of the equities, subject to no review but for abuse of discretion, or the a priori choice of one value as always prime-to put an end to the infinite regress from the element of choice. 2 '
The leading case here is Shredded Wheat Co. v. Humphrey Cornell Co.,' a suit between the innovator of shredded wheat and a copyist. The evidence was uncontradicted that the innovator's shredded wheat biscuit had acquired a secondary meaning. But when restaurants and boarding houses served the biscuits in cereal bowls to diners there was no way for the patrons to be sure they were getting the "original" shredded wheat, if they cared (as, indeed, some did) from what source their breakfast emanated. Although it was "physically possible" to affix a distinguishing feature to the newcomer's biscuit that would apprise purchasers of the source, the practicality of such measures was doubtful. To bake the biscuit a darker brown, or else make it rawer and thus lighter in hue, would render it "repellent to most tastes." To enlarge the biscuit would make it too big to put in a cereal bowl; to make it smaller, so three biscuits would be eaten instead of the present two, would substantially increase manufacturing costs. It was suggested that the biscuit itself could have a mark impressed into it or a label pasted on it, but the feasibility of such devices was uncertain. In an effort to adjust the competing interests, the Second Circuit, speaking through Judge Learned Hand, required the copyist to attempt to put some kind of warning on his biscuits during a six-month probationary period. At the end of that time, the copyist was to be relieved of the restriction if he showed that it made impossible his continued competition with "an assurance of reasonable profit."
The Restatement takes a similar position, but appears to employ a standard of reasonable feasibility somewhat more tolerant to the copyist. It requires the copyist of functional features with secondary meaning to take "reasonable steps to inform prospective purchasers that the goods which he markets are not those of the other." 12 Those steps which "would involve a financial expenditure which would substantially hinder competition" or "cannot be taken as a practical matter" are not deemed "reasonable." 124 This view appears to be based on the language of Mr. Justice Brandeis in a later shredded wheat case, Kellogg Co. v. National Biscuit Co.," in which the Court relieved the copyist Kellogg of any burden to distinguish its biscuits from the "originals." The copyist was held not to be obliged "to insure that every purchaser will know it to be the maker but to use every reasonable means to prevent confusion." ' 2 6 1 2 3 RESTATEmEIT, ToRTs § 741(b) (ii) (1938).
124Id., comment j.
305 U.S. 111 (1938).
126 Id. at 121. Among the facts which the Court deemed relevant in finding that no further steps by the copyist were reasonably required were that the copied biscuits were % the size of the original, that 232% of Kellogg's sales were to restaurants, and that, of this 2%%, some 98% of it was sold in labelled, individual-serving cartons. Moreover, the cost of changing from the functional, pillow-shaped biscuit to another A contrasting solution to the problem was reached in some English cases. These appear to emphasize the comparison of the "equitable rights of rival traders" to the exclusion of other factors, thus foreshadowing the American "misappropriation" doctrine.n 7
In Monztgomery v. Thompson,2 the first comer had operated the only brewery in Stone for over a century, and "Stone ales" had achieved a national reputation for quality. According to the newcomer, only the peculiar virtue and chemical qualities of Stone's waters had attracted him to that town as a brewery site. Although the court recognized that some degree of description was involved, and several lords expressed reservations about the breadth of the lower court's injunction against use of "Stone," the innovator's claims were upheld. As for the copyist's contention that he should be permitted to sell "Stone ale" with a notice on the label that it did not emanate from the plaintiff, Lord MacNaghten doubted the effectiveness of any warning in the circumstances of the case: "Thirsty folk want beer, not explanations. If the public get the thing they want, or something near it, and get it under the old name-the name with which they are familiar-they are likely to be supremely indifferent to the character and conduct of the brewer and the equitable rights of rival traders." "
In Reddaway v. Banham, " 3 ' the court forbade a copyist to label his machinery belts "camel hair belting," even though it turned out in the course of trial (as no one in the trade had suspected) that camel hair was a principal constituent of the raw materials. No one really cared, however, what the belts actually contained, and other manufacturers indifferently labelled their belting "Buffalo," "Crocodile," "Yak," "Gnu," or whatever animal, hairy or hairless, took their fancy. It was clear to the court that no warning would be effective (many buyers did not speak English) and that the only effect of permitting the copyist to use the (technically) descriptive phrase would be to allow him to form would be significant. Id. at 121-22. Among the considerations which would generally enter the determination of whether a warning requirement was feasible are "the interest of the public in the advances of technical progress and economic competition, the degree of similarity in the rival products, the alternate means of production available, the nature and cost of the product, the type of customers generally involved, and the negotiations and care usually employed prior to maldng a purchase." American Safety Table Co. v. Schreiber, 269 F.2d 255, 274-75 (2d Cir.), cert. denied, 361 U.S. 915 (1959) .
127A similar solution is referred to in Note, 70 YALE L.J. 406, 436-37 (1961) 329 Id. at 225. The reader is invited to speculate how the Stone ale opinion would have been written by Judge Learned Hand, particularly with reference to the degree of protection appropriate for a manufacturer to whom (or to whose "equitable rights") his patrons are "supremely indifferent" so long as they get "something near" his product.
13o [18961 A.C. 199. deceive the first corner's customers, to whom "camel hair" had the secondary meaning that Reddaway was the source of the goods, and to whom the copyist had given no "fair warning." ' In the more recent Spanish Champagne case, Bollinger v. Costa Brava Wine Co.,'" 2 twelve of the great French champagne houses brought an action to enjoin the defendant from selling Spanish sparkling wine (known in Spain as "perelada") under the label "Spanish Champagne." There was a suggestion at trial that the bride's mother would be more concerned with spending money on the trousseau than on the wine, and would therefore take advantage of the fact that her guests would not inquire too closely into the origin of what they were drinking.
3
Fearing that the guests would be too thirsty, or would otherwise lack the opportunity, 134 to question what they were being served, or, in Lord MacNaghten's words, to weigh "the equitable rights of rival traders," the High Court entered an injunction banning the use of the word "champagne" on the perelada label.'
There was no discussion of the feasibility of giving fair warning or whether in fact it was given by the use of the prefix "Spanish." For the sake of discussion, we assume here that fair warning was not given and (as in Stone ale) was not feasible.
In at least the first two English cases, the facts are distinguishable from the American cases, in that the descriptiveness was deemed slight or even accidental, whereas the secondary meaning was substantial. Assuming that premise, the impairment of the public interest by the grant of protection appears insignificant. The Spanish Champagne case, however, raises more questions. In this country, all sparkling white wines are called champagnes, and we venture to suggest that if they were not, few buyers would know what they were.
136
To be sure, the High Court specifically found that, in England, Champagne had not met the fate of other wines such as Burgundy, Sherry, Hock, whose names have lost their initial capital letters and have become generic for a class of wines. 13 Nevertheless, a word may be descriptive without having become generic. In a practical sense, there is hardly any other appellation to give perelada but "champagne" if the seller is to succeed in communicating to non-U buyers what is in his bottles; we question whether "sparkling white wine" would convey much meaning to the brides' mothers whom Costa Brava was attempting to reach. Denying the perelada seller the privilege of describing his wares in terms of "champagne" effectively prevents his competition. Finally, as for the mother's passing perelada off as champagne to her guests, considerations that we have discussed in connection with the Atmos Clock case would suggest that she should be allowed to do her worst.
Perhaps something substantial is lost by not balancing the conflicting public interests with one another to maximize the total public good-particularly in cases like the Camel Hair case, where descriptiveness is slight. But as a concession to the shortness of life and the institutional capacity or incapacity of courts, we believe the solution of the Restatement and the American decisions it follows is to be preferred to that of the English courts. There is another reason for this view, less technical and more conjectural, but probably given considerable weight in the American decisions. This is the public injury doctrine that unfair competition law exists to protect the public qua consumer.
138 When this is coupled with the premise that it is inherently more probable that the public harm from weakened competition will exceed the public harm from deception' 3 9 (perhaps a con-137 While the court in the Spanish Champagnw case found that "champagne" was not generic for sparkling white wine in England, [1961] 1 Weekly L.R. at 286, no finding of secondary meaning in our sense of the term was made.
138 See SmITH, WEALTH OF NATIoNs 625 (Modern Library ed. 1937): "Consumption is the sole end and purpose of all production; and the interest of the producer ought to be attended to, only so far as it may be necessary for promoting that of the consumer." Judge Frank has characterized as fundamental to laissez-faire jurisprudence the assumption that "where the economic interest of consumers conflicted with the economic interest of the [commercial] competitor, only the consumer interest was judicially considered." Standard Brands, Inc. v. Smidler, 151 F.2d 34, 40 (2d Cir. 1945 jectural premise, to be sure), it follows that the newcomer should be permitted to imitate the functional or descriptive feature of the innovator's product even when fair warning is not feasible. Moreover, for whatever it is worth, the previously discussed policy of reluctance to permit any state action except upon a clear showing of public benefit weighs against court intervention in such cases.
The entire foregoing discussion may be summarized with respect to the schematization of the cases presented in Table I . Thus, with respect to categories 5-8, the copying is lawful, whereas, with respect to category 4, it is not. It is only in the area represented by categories 1-3 that a further factor-adequate warning-must be applied before the lawfulness of the copying can be determined. This may be presented in true-false tabular form, based on whether adequate warning is: The misappropriation doctrine is applied at times without explicit recognition, as in the Notre Dame and Atmos Clock cases. Again, "misappropriation" may be relied upon, as in the Mustard Seed case, without extended doctrinal exposition. In these circumstances, "misappropriation" has not been given harsh treatment in the courts. But when the courts have examined the doctrine with more care, they frequently have refused to give it any more than a nominal scope. The reception of the New York statute in the federal courts since the Mustard Seed case illustrates these conflicts and highlights, we believe, the essential inadequacies of the whole misappropriation doctrine.
and unfair competition cases. The teaching of the cases which is distilled by the court is that, despite loose language in many opinions that functional configurations are incapable of indicating source of origin, such features clearly can and do signify source, but "there is an overriding public policy of preventing their monopolization, of preserving the public right to copy." 289 F.2d at 504. Compare RESTATEMENT, TORTS § 721, comment a (1938). Hence, registration of the mark, with consequent legal recognition of the exclusive right in it of the applicant, was denied. In so holding, the court recognized the risk of public deception entailed, but concluded that, on balance, "a certain amount of purchaser confusion may even be tolerated in order to give the public the advantages of free competition." 289 F.2d at 504.
Section 368-d of the New York General Business Law establishes, as a ground for injunctive relief, "likelihood of injury to business reputation . . . in cases of . . . unfair competition, notwithstanding the absence of . . . confusion as to the source of goods ... , 140 As worded, the statute does not forbid all copying of goods. It is improbable that this would even have been intended, 141 for the consequent encroachment on the common right to compete would be unparalleled.
1 ' In any event, the courts have declined so to construe the statute, reading the two qualifying phrases of the section ("likelihood of injury" and "case of unfair competition") as limitations on its scope.
Thus, in Joshua Meier Co. v. Albany Novelty Mfg. Co., 143 the court of appeals denied a preliminary injunction against copying public domain ideas (descriptive marks and names long used for goods by the industry), because there could be no "injury" to plaintiff as a consequence of such copying. The reasoning of the court appears to be that the only "injury" to the innovator from copying public domain matter is the injury occasioned by the existence of free competition, to which the "innovator" (that is, he who first appropriates) will not be heard to object when he raises the cry of "misappropriation." 144 This view was expressed even more emphatically in Vacheron & Constantin-Le Coultre Watches, Inc. v. Benrus Watch Co., 45 in which the innovator was denied relief against the copying of his watch design on the ground that there was no likelihood of injury to business reputation, within the meaning of section 368-d, absent secondary meaning. Taking a slightly different approach, in Kitchens of Sara Lee.. Inc. v. Nifty Foods Corp., 146 the court of appeals held that unless the product had acquired a secondary meaning as originating with plaintiff there could be no "case of unfair competition," to which class of case the statute is in terms restricted.
These narrow constructions are not dictated merely by the courts' fussiness over the semantic contradiction between the statutory phrases "likelihood of injury" in "cases of unfair competition" and "absence of confusion as to source." These courts are hardly unaware that damnum absque injuria, like "proximate cause," is a policy notion,' 4 7 or that "cases of unfair competition" can be redefined by the legislature in a sense different from that of the common law, at least in principle. The statute has invited restrictive construction by neglecting to define effectively the scope of injury-which is to say that it fails to redefine the common-law boundaries of the public domain. No definite legislative standard is established for distinguishing between permissible and impermissible copying. 4 When the courts, particularly the federal appellate courts, so construe section 368-d as to deny it any real scope of application, they would appear to be compelled to do so for want of a legislative standard, if they are to keep the statute from making perilous and unlimited inroads on the public domain.' This is, we believe, the reason for the substantial failure of the New York statute to reshape the case law.
Nor has any other legislature (or court) succeeded in formulating a rationale for misappropriation which more adequately delineates the scope of the interest to be protected. 5 0 This absence of definition of the altered boundary of the public domain does not result, we believe, from lack of ingenuity in draftsmanship or even from mere unwillingness of misappropriation doctrine supporters to admit that they are proponents of an enclosure movement. It is submitted that the defect is deeper: The inability to define misappropriation with any precision is the necessary consequence of the inherent vagueness of the subject matter.
Proponents of the misappropriation theory have defended its vagueness on the ground that it permits flexible adjustment to meet a variety of fact situations as they arise.' 5 1 This is, we submit, to take refuge in a case-by-case analysis that amounts in the end to no analysis at all. 1 2 To the extent that law should serve a predictive function, a law of unfair competition based on case-by-case determination of whether there has been misappropriation fails abysmally in its task. The effect of this juridical risk on the small businessman who cannot afford to make blind guesses which may cause the destruction of his business is manifest; the result of the misappropriation doctrine may well be the discouragement of even such copying as might ultimately be held legitimate under the most ambitious misappropriation theory. 1 es Moreover, the "convenient vagueness" 154 of the misappropriation doctrine is objectionable on more general grounds. Basically, what defenders of the vagueness theory of unfair competition law contemplate is a carte blanche to the courts to write their own code of business morality' 55 But as Professor Kessler has observed in another context: "[I]f carried to its logical conclusion [this] may mean an enormous increase in control over private volition which may in turn re-appropriation doctrine may have in the neutral case (category 8 s pra) or where fair warning is not feasible, and we doubt that it has any there, certainly it is without merit when there is functionality or descriptiveness or when there is no consumer deception (because there is no secondary meaning or because there is fair warning).
The conclusion we draw is that preservation of the proper rule of unfair competition law depends on the retention of likelihood of consumer deception, which means retention of secondary meaning, as an indispensable condition to the maintenance of the innovator's suit. Abandonment of the "public injury" requirement in these private trade regulation suits would most unfortunately restrain those competitive forces on whose action our economy is based, and would impair the personal freedom from state action to which our social order is dedicated.
